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DETAILED ACTION 

Claims 2, 5-10, 12, 14, 19-28 and 33-35 have been cancelled. Claims 1, 3, 4, 11, 
13, 15-18 and 29-32 are pending and under examination. 

The indicated allowability of claim 26 is withdrawn by the current Examiner in 
view of the newly discovered reference(s) to Chaudhry et al. US 5,804,202. Rejections 
based on the newly cited reference(s) follow. 

Comment: In claim 3, line 3 "radial" is a misspelling of radical. In claim 18, line 3, 
"unded" appears to be a misspelling of undecyl. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of this 
title, if the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to which said 
supject matter pertains. Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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Claims 1, 3, 4, 11, 13, 15-18 and 29-32 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over WO/99/42521 (equivalent in English-US 6,375,959) in view of 
FR 97- 04876 (English equivalent US 6,353,034) and Chaudrey et al. (US 5,804,202). 

Applicant claims a self invertible inverse latex composition comprising an oil 
phase; aqueous phase; at least one emulsifying agent of water in oil type; at least 
emulsifying agent of oil in water type and from 20 to 70% by weight of a branched or 
crosslinked polyelctrolyte. 

Determination of the scope and content of the prior art 
(IVIPEP2141.01) 

The references of WO/99/42521 (equivalent in English-US 6,375,959) and FR 
97- 04876 (English equivalent US 6,353,034) have been discussed in detail in the 
previous Office Action. 

'959 teaches the use of octyl palmitate in the cosmetic composition (column 9, 
lines 55-65). '959 teaches mixtures of polyalkylglucosides in the compositions (column 
9, example 14 and column 1 1 examples 19 and 20, for example). '959 teaches using 
Montanov 68™ which is taught as being a self emulsifying cetearyl glucoside 
composition (column 16, lines 35-39 and examples 30 and 34, for example). '959 also 
teaches acrylamide/ sodium 2-acrylamido-2-methylpropanesulphonate copolymers as 
thickeners (column 1, lines 20-35). 25-40% water-in-oil emulsifiers and 75-60% oil-in- 
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water emulsifiers are specified (column 2 lines 48-52). 15-40% oil phase is taught 
(column 2 lines 54-57). '959 teaches that European legislation might make it impossible 
to use acrylamide monomers in the future (column 1, lines 36-40). 

'034 teaches glucose and xylose residues for the alkylglucoside (column 4, lines 
14-20). '034 teaches alkyi chain lengths of 14, 16, 18, 20 and 22 carbon atoms (column 
2, lines 35-65). '034 teachs that Montanov 86™ comprises a mixture of 
polyalkylglucosides (column 1, lines 38-43). 

Chaudrey et al. teach a water in oil emulsion containing a polymeric material with 
monomer components (a) acrylamide; (b) 2-acrylamido-2-methyl-propanesulphonic acid 
(AMPS) and (c) a crosslinking agent with a molar ratio of (a)/(b) of from 85/15 to 15/85 
for providing a thickened composition when formulated (Claim 16). Chaudrey et al. 
teach " inverse latex " polymerization technique (column 1, lines 49-55; column 3, lines 
32-35; lines 55-60). Chaudrey et al. teach that mixtures of emulsifiers and other 
additives can be added before, during or after the polymerization process (column 4, 
lines 33-48). Chaudrey et al. teach a water in oil inverse emulsion with 60 mo\% 
acrylamide and 40 mol % sodium salt of AMPS crosslinked with MBA to produce an 
inverse emulsion (column 6, lines 50-67). Chaudrey et al. teach a variety of personal 
care products with the inverse emulsion (column 7, line 15 through column 9, line 25). 

Ascertainment of the difference between the prior art and the claims 
(MPEP2141.02) 
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1 . The difference between tlie instant application and '959 is tliat '959 do not 
expressly teach the crosslinked copolymer of AMPS and acrylamide in a molar ratio 
between 50/50 and 30/50 in the inverse latex composition. This deficiency in '959 is 
cured by the teachings of Chaudrey et al. 

2. The difference between the instant application and '959 is that '959 do not 
expressly teach octyl palmitate in the oil phase. 

3. The difference between the instant application and '959 is that '959 do not 
expressly teach R4 in formula II representing octyl, decyl, undecyl, dodecyl, tetradecyl or 
hexadecyl radical. This deficiency in '959 is cured by the teachings of '034. 

Finding of prima facie obviousness 

Rational and IVIotivation (IVIPEP 2142-2143) 

1 . It would have been obvious to one of ordinary skill in the art at the time the 
claimed invention was made to use acrylamide/AMPS copolymer of Chaudrey et al. in 
the inverse emulsion of '959 and produce the instant invention. 

One of ordinary skill in the art would have been motivated to do this because: 1) 
the monomer of '959 and the copolymer of Chaudrey et al. both function as thickeners 
in cosmetic compositions; and 2) '959 suggests the copolymer as a thickener but 
cautions that potential legislation might make it impossible to use acrylamide in the 
composition. However, no such legislation existed at the time of the invention and one 
of ordinary skill in the art would be free to select that copolymer as suggested by '959. 
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2. It would have been obvious to one of ordinary skill in the art at the time the 
claimed invention was made to use octyl palmitate in the inverse emulsion of '959 and 
produce the instant invention. 

One of ordinary skill in the art would have been motivated to do this because 
'959 suggests using plant oil or synthetic oil or mixtures of oils in the oil phase (column 
2, lines 58-65) and further disclose a composition with octyl palmitate as discussed 
above. Therefore, '959 directs one of ordinary skill in the art to using this synthetic oil. 
Chaudrey et al. establish that additives can be added to the copolymer at any stage of 
the polymerization process. Thus, in the absence of evidence to the contrary, there is 
no difference between adding octyl palmitate to the inverse latex composition before or 
after formulation as a product. 

3. It would have been obvious to one of ordinary skill in the art at the time the 
claimed invention was made to use an alkyi glycoside in the inverse emulsion of '959 
and produce the instant invention. 

One of ordinary skill in the art would have been motivated to do this because: 1) 
'959 already teaches alkly glycosides in the final composition; and 2) Chaudrey et al. 
teach that the emulsifying agents can be added before or after polymerization and '034 
teaches alkyI polyglycosides as emulsifying agents (column 1, lines 19-20). Thus, in the 
absence of evidence to the contrary, there is no difference between adding alkyI 
glycosides to the inverse latex composition before or after formulation as a product. 

A reference is good not only for what it teaches by direct anticipation but also for 
what one of ordinary skill in the art might reasonably infer from the teachings. {In re 



Application/Control Number: 09/888,441 
Art Unit: 1616 



Page 7 



OpprechtM USPQ 2d 1235, 1236 (Fed Cir. 1989); In re Bode 193 USPQ 12 (CCPA) 
1976). 

In light of the forgoing discussion, the Examiner concludes that the subject matter 
defined by the instant claims would have been obvious within the meaning of 35 USC 
103(a). 

From the teachings of the references, it is apparent that one of ordinary skill in 
the art would have had a reasonable expectation of success in producing the claimed 
invention. Therefore, the invention as a whole was prima facie obvious to one of 
ordinary skill in the art at the time the invention was made, as evidenced by the 
references, especially in the absence of evidence to the contrary. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, All 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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Claims 1,3,4,11,13,15-18 and 29-32 are rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1-1 1 
of U.S. Patent No. 7,033,600 in view of WO/99/42521 (equivalent in English-US 
6,375,959) and FR 97- 04876 (English equivalent US 6,353,034) and Chaudrey et al. 
(US 5,804,202). Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the instantly claimed subject matter 
embraces or is embraced by the patented subject matter. The cited references are 
discussed above and those discussions are hereby incorporated by reference into the 
following rejections. 

US 7,033,600 discloses: 

1, A cosiaielic, dsnaophanmcemicBl >3r phsnasceuticel 
ctimpodtiGn, chsracteriz«d, ia fest said coisspos-ition com- 
prises an. oil phase, sn «qeeo»s phase, at least one esrailsifier 
£j.f w.at¥r-ia-o:i]i (3'tO) tj-pe, m: Ism qss smalssSsr cf oil-iii- 
water (OfWj Ej'pe, m tke fomi of sii inverse latex, said 
composition ccisprises frsm 0, 1% So 1 (>% by wdgkt of said 
mveme lates and said invfsrBe latex, ccmpsises from .20% 
60% liy weight of a branched or cmsslinked aidomc poly- 
efeSKjIvte based cm psrtiBlly or ioa% salilsed 2-niethyl-2- 

SEeriBed with acrylsKiide,. &e e^gsnic sdIvekS GciiBtst5itbi.g 
the oil phme of ssid iaverse l&tex comprises iscshexadecaae . 



The missing ingredients are all taught in the art and the comprising language of 
7,033,600 does not preclude their addition. 

One of ordinary skill in the art would have recognized the obvious variation of the 
instant invention over the patented subject matter. 

Claims 1,3,4,11,13,15-18 and 29-32 are rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1 , 7- 
16 and 19-24 of U.S. Patent No. 6,673,861 in view of WO/99/42521 (equivalent in 
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English-US 6,375,959) and FR 97- 04876 (English equivalent US 6,353,034) and 
Chaudrey et al. (US 5,804,202). Although the conflicting claims are not identical, they 
are not patentably distinct from each other because the instantly claimed subject matter 
embraces or is embraced by the patented subject matter. 
US 6,673,861 discloses: 

SIS aS p^kasc, sn aqjicsaa phase, si;: bass obe sisiibsfyiEg. 
sgsEt of w«.ter-in-oil (W/0) type; aad as k«si om 
easulsi^fiag ageet of cil-is-wLe? (O/W) type in iht 
SDms of a sslf-iavestibie issveise- ktes eompriaissg frosE 
20% iQ 70% by weighs of s braaciiisd or cKissliaked 

gro^ip cocsissiag of squ^kce .aed hjfdfogeisajisd 
paljisobiiten-e, md the peslyebctrolyJe is sekclsd fioai 
the group, coasisdug of s bomopslymer based oa s 
nioiKsswr havisg a psidally or ccmjpkSiEly saiified 
sticsg acsd func*tioaa.j grc?ip and e copolymer based oe 
St least ose moaoaiier haviii^: a psTiiaOy or ODiKpietely 
a«]i&cd s/Buag, arad fusctionsl grt?5j.p copolymerized 
ws!b aciylsEiidc witfe t csoss&kikmg ssd/oL bisadHEg. 
sgsEt of diallyloxyacetic acid or one of its siksi or 

The missing ingredients are all taught in the art and the comprising language of 
US 6,673,861 does not preclude their addition. 

One of ordinary skill in the art would have recognized the obvious variation of the 
instant invention over the patented subject matter. 

Claims 1,3,4,11,13,15-18 and 29-32 are rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1-9 
of U.S. Patent No. 7,348,016 in view of WO/99/42521 (equivalent in English-US 
6,375,959) and FR 97- 04876 (English equivalent US 6,353,034) and Chaudrey et al. 
(US 5,804,202). Although the conflicting claims are not identical, they are not 
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patentably distinct from eacli otiier because tlie instantly claimed subject matter 

embraces or is embraced by the patented subject matter. 

US 7,348,016 discloses in claims 1-6: 

1 ^ \e f 1ST. ''r ] L re' erv^ rricr vvir-^ m ^ q 
prssmg ins taissjwEagi 
1 -L.]^ ^ 

I xt 164. ». V *f E. t I O Mrt c isn 

II t e -ii e -fJ js I e u ^ i ^urfa ai L.d. 

T. ■imic ed n" v ijted T>e eu'^ ts a. ^js'i 
tls'cte - I'ftO Lita^xtrnd Lie- i- r 
J W r Unit Lj^feae X ii n^^iij^ n-i^t d 1 

0 snib e Lm c a w <te Ji 1 1 

E.e.i;r-iiEn,'ssrsib],e riErv'eirse sisciclates. 
'* r e cospcv t 1 vcori t i- v c<ici 1 \v e eic l 1 
p^'j e ill bci. i.'" L w,bpat >- * j^e J "v^vgl 

Pei, ix.-^ frt 3v(.oni 0 all wsie'ei ts. 1 

tae cQiBpossam, 

4 vompo^ ] 1 ii.rg t t 1 ■« ere-i d 
po^ J" I'S je 1 ^ ■N3 1 l**- a-io t l iie tjj^] 
T^iSl^ T its ^ JJji ^ 

5. The cDinpoBtian, accDfdmg lo clam A. waerass sasd 
pL '^'^ CLiT h e i>* L'- ■x. i i'^" c t n vhc to 1 

d 1 'wp a er V t** 1 e ^Le v ts i i g v, 

=3^1 c tkHh 5 e -cted fr Hi the grcr p L n i^t t f 
t ea^t "I e Li i.& ta jx it d v.vt 

The missing ingredients are all taught in the art and the comprising language of 
US 7,348,016 does not preclude their addition. 

One of ordinary skill in the art would have recognized the obvious variation of the 



instant invention over the patented subject matter. 
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Claims 1,3,4,11,13,15-18 and 29-32 provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1- 
32, 35 and 36 of copending Application No. 1 1/850,989 in view of WO/99/42521 
(equivalent in English-US 6,375,959) and FR 97- 04876 (English equivalent US 
6,353,034) and Chaudrey et al. (US 5,804,202). The copending application teaches in 
claim 1: 



The copending application further teaches acrylamide and AMPS as the 
polyelctrolyte monomers(claims 9 and 15 for example). The missing ingredients are all 
taught in the art and the comprising language of copending application does not 
preclude their addition. 

One of ordinary skill in the art would have recognized the obvious variation of the 
instant invention over the copending subject matter. 
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This is a provisional obviousness-type double patenting rejection. 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Pays et al. (US 2006/01 04936),which claims foreign priority to FR 
021 1 105 filed on 9/6/02, clearly claims acrylamide/AMPS copolymers in cosmetic 
compositions (claims 1 and 7). Pays et al. thus establish that it is possible to use 
acrylamide copolymers in cosmetic products in contrast to the hypothetical concerns 
expressed in '959. 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ernst V. Arnold whose telephone number is 571-272- 
8509. The examiner can normally be reached on M-F (6:15 am-3:45 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann Richter can be reached on 571-272-0646. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding tlie status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Ernst Arnold 
Patent Examiner 
Technology Center 1600 
Art Unit 1616 

/Johann R. Richter/ 

Supervisory Patent Examiner, Art Unit 1616 



